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CBR ' i lMC ATB OF FACSIMILE TRANSMISSION 

I hereby csertify that this crarespondence is bring transmitted by fecsimile to Examiner Woodward 
at the United States Patent and Trademark Office. Commissioncf for Patents, at fex number 
703-746-5278. 



^eof Transmission 




Commissioner for Patents 
Washington, D.C. 20231 
BOXPETTnON 



PETITION FOR STISPENSTON OF THE RULES 
UNDER 37 C.F.R. S 1.183 



Sin 



Applicants petition the Commissioner for a Suspension of the Rules relating to a 
non-statutory one month tinK limit for providing a response to an issue raised in the 
Office Action dated March 28, 2001 (File Wrapper Paper Number 12) (Exhibit 1) for 
the captioned matter. 

Section 1. page 2. of ti« March 28. 2001 Office /MlSn»a^8m»l62l9 89469818 

claim for the purpose of an Interference. The Office Action limterM?ltl§M^ 09469818 

01 FC:182 ^130.0aJ3l . 
suggested claim should be submitted within one month or 30 days from tiie maiufig date 
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of the Office Action. Failure to make the submission is considered a disclaimer of the 
subject matter (37 C.F.R. § 1.605(a)). AdditionaUy, the provisions of 37 .R. § 
1 . 136(a) relatbg to extensions of time for response are not applicable in the present 
situation. 

Applicants believe that the one month response time requirement (hereinafter 
"the One Month Requirement") should be withdrawn for the foUowing reasons, each 
one in the alternative being a, sufficient basis for withdrawal: 

1. Th^. One Month R p/inirement Placed An Unnecessary flnr^gn On AffpKcants 

AppUcants believe that the one month requirement for the submission of the 
claim unnecessarily burdened Applicants, since a claim pending in the Application is 
directed to substantially the same subject matter. 

AppUcants provide as Exhibit Two a copy of the claims pending in the captioned 
applicatfen. AppUcants aver that clann 8, drawn to a method for the production<»f a 
transgenic plant, is substantially the same as the claim suggested in the outstanding 
0£Sce Action, which is: 

Proposed Claim 1 : A method for producing a transgenic plant 
containing a polynucleotide of interest, the method comprising: 

(a) introducing into a plurality of plant cells a T-DNA vector 

conqirising: 

(i) a T-DNA sequence con^oising a right border, a 
left border and the polynucleotide of interest positioned between the right 
and left border, and 

(ii) a non-T-DNA sequence conq)rising a bamase 
polynucleotide sequence encoding a bamase enzyme, whwein said non- 
T-DNA sequence is bcated beyond the left T-DNA border; 

(b) selecting a plant cell which comprises the T-DNA 
sequence and does not con^prise the bamase polynucleotide sequence; 
and 

(c) regenerating a transgenic plant from the selected plant. 

More particularly, o^tbod claim 8 is a multiple dependent claim utilizing for 
plant cell transformation any one of the vectors of claims 1-7. As such, the 
incorporation of vector claim 2 into method claim 8 provkies for a method for the 
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production of a transgenic plant that Is substantiafly sinrilar to the process claim 
suggested in the ouutanding OfiBcc Action. Both claims include the production of a 
transgenic plant con^rising the introduction into a plant ceU of a T-DN A vector 
comprising (1) a gene of interest; (2) a right and left border T-DNA sequence on each 
end of the gene of interest; and (3) a non-T-DNA sequence encoding an RNAse 

molecule (e.g., Barnase). 

Applicants, therefore, respectfoUy request withdrawal of the One Month 
Requir^nt on the basis that the requirement was unnecessary for the reasons stated 
supra. 

2. TT^. Onft Month l^^^q Tirement W ;,s Hidden In The Office ActiOjl 

Applicants note that time restraints for response to an Office Action are normally 
ascertained by identi^g the mailing date of the document and examining requireaaents 
detailed on the first page. Applicants assert that in the March 28. 2001 Office Action, a 
proper notice of the One Month Requirement was not provided to AppUcants. 

AppUcants hold that the One Month Requirement was an unusually short time 
restriction to place on AppUcants, and as such, feimess to Applicants required that the 
time period for response be easily and readily identifiable by Applicants. 

Notice of the One Month Requirement did not occur until the second page of the 
Office Action, the beginning of the substantive section of the document. Thus, 
AppUcants beUeve that the time restraint for Applicants' response was effectively 
'Tiuried" or "hidden" in the outstanding OfBce ActiorL 

Accordingly, because Applicants did not receive proper notice of the unusual 
One Month Requirement. Applicants respectfoUy request that this requirement be 
withdrawn. 
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3. nic.Hv.nr.<.^ Cx^tH ^Y ^ ^"" P« R<>nfPscntarion Before T^r I T.f?- Patent and . 
Trademark Office 

Applicants were disadvantaged in making a timely response to the One Month 
Requirement by a change in representation before the U.S. Patent and Trademark Office 
during the critical time period in question. 

Applicants respectfiUly request that the Commissioner favorably consider this 
Petition in view of Applicants' misfortune of having the contemporaneous occurrence of 
a change in representation, with all of the normal complications associated therewith, 
such as the transfer of files, etc., with the unusual and extremely short response period 
of the One Month Requirement. 

CONCLUSION 

Applicants believe that sufficient bases for the granting of this Petition have been 
provided in the statements provided herein. Under these circumstances, AppUcants aver 
that surrendering of the subject matter of the suggested claim for interference purposes 
due to a lack of a timely filed response under the circumstances described above is not 
fiur and proper. 

Applicants respectfully request fiavorable consideration of this Petition and the 
opportunity to be fiiUy responsive to the March 28, 2001 Office Action. 

Respectfiilly submitted, 
Hale and Dorr L.L.P. 



Da«:.WW ^^^^ 

» ^ Robert Mclsaac, Ph.D. 

Reg. No. 46.918 

Hale and Dorr LLP 
60 State Street 
Boston, MA 
Tel. (617) 526-6000 
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